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inequitable advantage by means of & broader claim oria narrower claim?
The complainant here seeks to do by a narrower claim (assuming it to
be narrower) precisely what other complainants have vainly sought to do
by an expanded claim.. It cannot be doubted that the attempt is as in-
admissible in the one case as in the other. In both cases the patents,
~after years of ‘aéquiescence, and. in the light of subsequent events, are
manipulated to grasp devices which the originals could not lay hold of.
To permit this to be done in any. case violates the spirit of the law.
As these views dispose of the case it is not necessary to.consider the
other defenses. The bill is dismissed, with costs. '
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* Paruaveremia’ Novery Manur'e Co. o: Werks,
(Circuit Court, 8. D, New York. December 3, 1893.)

1. PaTENTS POR INVENTIONS-~HXTRNT OF CLATM—PRIOR ART—INFRINGEMENT. '
.. Letters patent No. 226,402, issned. April 13, 1880, to Isaac W, Heysinger for a de-
_vice for filing and bindi‘ng,,pmers,, if sustainable at all, must, in view of the prior
staté of the art, be limited sfrictly to the structures shown and described; and, as

" the'first claim 1s for a Aling¢lip composed ‘of a clamping arm and a base, the for-
" mer-being ‘provided with 'k Hesl,:which holds the arm locked when open, the heel
is an essential element, san¢ there is noinfringement where this is lacking. .

2. BaME~NOVELTY+MECHANICAL ‘BEILL, . - S :
Letters patent No. 274,041, issued April 8, 1883, to Isaac W, Heysinger for a ma-
chine forinserting and clinching staples, are void as covering improvements ob-~
viously the result of mérs mechanical shill, ‘ ‘ '

In Equity. Bill by. the Philadelphia Novelty Manufacturing Com-
pany against Albertus :A. Weeks for infringement of patents. On final
hearing. Bill dismissed. R

Joshua Pusey, for complainant.

Hecior T. Penton, for defendant.

. Coxg; District: Judge. This action is based upon two letters patent,
granted to Isaac. W. Heysinger and by him assigned to the complain-
ant. The first, No. 226,402, is dated April 13, 1880, and is for a de-
vice for filing and bindipg papers. The second, No. 274,941, is.dated
April 3, 1888, and is for a machine for inserting and clinching staples.
Both: patents relate to tools for fastening papers together, which are
adapted for use upon the desks of lawyers and conveyancers. The
defenses are the usual ones—lack. of novelty and.invention, aggrega-
tion and neninfringement... Itis freely admitlted by the complainant that
the patentee was compelled, by reason of the prior art, to move within
exceedingly narrow limits, , Fools very similar to his, operating in sub-
stantially the same manner and producing the same result, were in use
at the date of his patents.. The complainant’s brief, after considering
pre-existing structures, contains the following:
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“Therefore, the Heysinger tool, broadly considered, is not new, the im-
provements being of the specific character described in the specification and
pointed out by the claims, whereby certain minor advantages or conveniences
are secured which are absent in previous tools of that general class,”

By this frank admission, which is but a fair statement of the situa-
tion as established by the proof, the consideration of the patents is
limited to small matters of detail which it is said cheapen the patented
tool and make it more convenient for handling.

It is very clear that the claims of the patent of 1880 must be narrowly
construed if they are to be sustained at all. The first claim covers a
paper-filing clip with a guide slot for the staple driver and a recessed
clinching anvil beneath the -slot. - The clip is composed of a clamping
arm and a base, the former being prov1ded with a heel, which holds the
clamping arm locked when open. The specification also describes a pin
on the base plate for holding the papers, but its uge is made optional.
It is not an essential ingredient of the claim. The heel, however, can-
not fairly be omitted from the claim. If is a part, and an important
part, of the clamping arm, expressly made so by the drawings and de-
scription. Without the heel the clip will not operate in the manner
designated. . Moreover, in order to remove all misunderstanding; the
patent of 1883 limits the patent of 1880 to a spring. clip having a heel
for holding the-arm, when open, in a locked position, from which po-
sition it is released by pressure on the slotted end, which then falls with
asnap upon the papers and drives them down upon the pin before re-
ferred to. Conceding that the prior art permits a broad construction,
the court would hardly be justified in omitting a part which the patentee
has taken such pains to describe as an indispensable element of the claim.
The defendant does not use the heel.

The second claim is for a detachable staple driver and the third
claim is for a combination of the clip of the first claim and the staple
driver of the second. Here, too, the claims must be limited strictly to
the structures shown and described. So limited, the defendant does not
infringe. The defendant’s staple driver is made in substantial con-
formity to the tool patented to William J. Brown in 1879. At least,
it is much nearer the Brown device than the Heysinger device. It is
unnecessary to refer in detail to the many differences between defend-
ant’s device and the device of the second claim. They are not radical,
and relate to minor matters of construction, but they are amply sufﬁ-
cient to differentiate the two in an art already crowded to repletion. Of
course, if the first and second claims are not infringed, the third can-
not be.

Regarding the patent of 1883 but little need be said. The first,
third and seventh claims are pointed out in the complainant’s brief as
embodying the substantial features of the patented improvements. I
cannot think that these claims cover patentable structures or combina-
tions. . As already noted, the field of invention, even in 1880, was a
limited one. In 1883 it was still further circumseribed. Heysinger
and others had, in the mean time, crowded in and left very little space
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in which'the inventor' could bperate. -Aftef tHe pafent of 1880 there
was 1o room o the patent of 1883. It déal§ with improvements which
are only such changes of form as, would suggest themselves to ordinary
workmen. For instance, ring staples, four-prong staples and other sta-
ples, varying in'form, were véry old. It wiis-obvious that many of these
could not be driven through the oblong"siot -and clinched on the anvil
of the 1880 pitent. It would: naturally oceur to s mechanic who had
been accustomed to drive round bolts through round ‘holes to make the
hole square if ‘he were given a square bolt to drive; So one familiar
with-the process of driving staples through paper would see at once the
impossibility 'of 'making-a cruciform fastening thrcugh dn oblong slot.
If he wisheéd the staples to'cross at right angles hé would naturally make
a cross-shaped: slot and ‘clinching bage. - If he wished to use a staple
with a suspendinig ring he would at once 'ses the ‘necessity of making
room for the ring to pass!’ ‘Such changes seem so perfectly obvious
that he who'made them would require no- assistance from the prior
art. ' If, howevér, he neéded -advice, he had only to turn to the Magill
and other patents to find the information ready at his hand. - Conced-
ing that the patent in hand shows improvements over- the patent of
1880, they ate not improvemients which thelaw recognizes as patentable;
they may be' more convenient, but they perform no new function and
produce no-new result. The bill is-dismissed, with costs.

BERGNER et al. v. KAUFMANN ¢ al.
. (Cireutt. Cowrt, 8. D, New. I‘;’O’rﬁ Novembvbr' 29, 1802.)
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DES1GN. PATENTS—PATENTABILITY —ALBUM CASES. e
© - Design patent No. 20,347, issiied November 95, 1890, to Frederick Bergner, for an
. album caseset npriglit on- 8 baseboard, and ‘having on;its: exterior an oval, orna-
mental frame, with an open center, is invalid, since the.patentee invented neither

“the album ¢aseé'nor the ornkmental frame, but merelycbhéeived the idea of placing
- 4h8 ornament on the cpses and. this conception is not patentable, for the statute
- only provides for patents on designs for articles of manufacture and for ornaments
to.be placed upon or 'worked into such articles. !
s Lo * i o . .
. In Equity. Suit by Frederick Bergner and others against Isaac Kauf-
mann and others for infringement of a patent.  Bill dismissed.
‘W. P. Preble, Jr., for-orators. e -
"A.v. Briesen, for defendants.

WHEELER, District Judge. This suit is brought upon design patent
No. 20,347, dated Novembeér 25, 1890, for an album case set on a base-
board in an upright or nearly vertical position, having on its exterior
an oval, ornamental frame ‘Wwith an-open center. The defendants put
dimond-shaped mirrors with such .ornamental borders, on similar al-
bum cases. This style of'album case is not new. = The patent therefore
must be held to be for an ornament upon the case as an article of manu-



